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REMARKS 

Petition To Revive 

In a telephone call to applicant's counsel, the Examiner indicated that a 
response to an Office Action (Paper No, 19) had not been filed. In checking the 
file for the above application, applicant's counsel found that the Office Action had 
not been received. Applicant respectfully petitions to revive the application. 
Please charge all fees with respect thereto to the deposit account indicated on 
the Transmittal. 

Response to Continued Examination Under 37 C.F-R, 51.114 

The Examiner put forth a requirement for the identification of the species that is 
elected and a listing of all claims readable thereon. The applicant previously elected the 
claims 1-9, 29, 30 and 35-44, Applicant elects the species shown in Figure 1 and note 
that pending claims 1 and 29 read on the elected species. 
Response to Double Patenting 

Claims 1-4, 6-8, and 11 are rejected by the Examiner under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-3 
and 5-10 of U.S. Patent No. 6»468p300 alone. In response applicants have filed 
concurrently herewith a Terminal Disclaimer (By Attorney) which should over come the 
rejection. 

Response to Claim Rejections Under 35 U.S.C. S112 

Claims 1 , 9, 1 1. 29, 30, 35-38 and 41-46 are rejected by the Examiner under 35 
use §112, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. The 
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Examiner contends that the range "less than 0.45 mm" lacks clear antecedent basis 
from the specification and because it is essential subject matter it must have "clear 
explicit support from the specification". 

Applicants object to the rejection on the basis that 35 U.S.C. §1 12 does not 
require a "clear antecedent basis" as used by the Examiner and does not require "clear 
explicit support" as contended by the Examiner. Moreover, the Examiner has cited no 
case law which requires a "clear antecedent basis" or which requires "clear explicit 
support from the specification" to satisfy 35 U.S.C. §112. The Examiner seems to be 
requiring an in haec verba description to meet the §112 requirements. However, such 
requirements have been stmcl^ down in many court decisions interpreting §1 12. See for 
example, Chisum §7.04[11[e], see pages 7-187 to 7-196 (copy attached). 

However, notwithstanding the improper basis for the Examiner's rejection, 
applicants wish to point out that there is substantial support in applicant's specification 
for the range of "less than 0.45 mm". Reference is mad© to a thickness of less than 
0,75 mm and preferred ranges of 0.05-0.20 mm and an average thickness of 0.45 mm. 
All of this would support the expression "less than 0.45 mm". Additionally, the present 
application incorporates by reference co-pending application Serial No. 08/935.784, 
which issued as U.S. Patent No. 6,468,300. In column 2, line 67 to column 3, line 2, 
reference is made to a thickness of "0.45 mm or less" as being preferred. Based on the 
above, applicant respectfully submits that there is more than adequate support for the 
claimed range and respectfully request that this rejection be withdrawn. 
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Response to Claim Rejections Under 35 U.S.G, S103 

Claims 2, 9, 37, and 43-45 are rejected by the Examiner under 35 U.S.C. §1 03(a) 
as being unpatentable over Winston et aL (U.S- Pat. No. 6,117,166) alone where the 
effective filing date of these claims Is September 17,, 1998. 

Applicant notes that the rejected claims are dependent claims and the Winston et 
al, reference was not used to reject the independent claims from which these claims 
depend, nor would the independent claims from which these dependent claims would 
depend be unpatentable over the Winston et al. reference. If the independent claims 
from which these dependent claims depend are not rejected on and are indeed 
patentable over Winston etal., these dependent claims must therefore be patentable 
over Winston et al. reference. If the independent claim is patentable over Winston et 
aL, then the claims which depend from these independent claims must necessarily be 
patentable over the Winston et al. reference. 

Claims 29, 30, 36-38 and 41-44 were rejected by the Examiner under 35 U.S.C. 
103(a) as being unpatentable over Love (WO 97/24081 ) in view of Winston et al. (U.S. 
Pat No, 6,1 17,166). The Examiner contends that Love meets the claim language 
completely except for the thinned state of the tissue. Applicant believes that the 
Examiner is in error in this regard, particularly with the clarifying amendments made to 
claim 29. Specifically, the tissue (12) and the supporting frame forming the prosthesis 
of Love are not configured to be expanded to the final in situ size as required by the 
rejected claims. Furthermore, the combination of references cited by the Examiner 
does not does not teach a cylindrical jacket which encircles the outer surface of the 
stent in a wrapped configuration and which is configured to unwrap as the stent 
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expands. This feature found in the original and amended claims is not suggested In 
either of these references. Winston also does not teach a jacket which encircles the 
stent. The applicant submits that the Examiner's rejection appears flawed in several 
instances and should be withdrawn. 

Claims 1^, 6-9, 1 1, 29, 30, 36-38, and 41-42 are rejected by the Examiner under 
35 U.S.C. 103(a) as being unpatentable over Love (WO 97/24081 ) in view of Love et al. 
(U.S. Pat. No. 5,163,955). In this rejection the Examiner contends that Love et al., 
(U.S.) teaches that pericardial tissue varies from about 15 to 20 mils. However, Love et 
al. (U.S.) is directed to autologous tissue which is described as having a thickness of 
about 10-12 mils (0.25-0.31 mm), the 15-20 mils refers to bovine pericardium. While 
some bovine pericardium may have a thickness within the range of 15-20 mils, the 
statement is not relevant to thinned heterologous tissue less than 0.45 m_m as called for 
in the claims. Moreover, there would be no suggestion to combine the references as 
suggested by the Examiner to arrive at the presently claimed invention. Both Love 
references are directed to prostheses which replace a blood vessel or valve, whereas, 
the present application is directed to a stent assembly which supports the lumen of an 
existing vessel, not to replace It, i.e. it is not a prosthesis. 

Claim 5 is rejected by the Examiner under 35 U.S.C. 103(a) as being 
unpatentable over Winston et al. (U.S. Pat> No. 6,1 17.166) in view of Narciso (WO 
94/15583). However, as discussed above, the Examiner has not rejected claim 1 over 
the Winston et al. reference. That being the case, claim 5 which depends from claim 1 
is at least patentable over the Winston et al. patent and Narciso fails to teach any 
deficiencies which the Winston et al reference has with respect to teaching the presently 
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Claim 35 is rejected by the Examiner under 35 U.S.C. 103(a) as being 
unpatentable over Love (WO 97/24081) and Love et aL (U.S. Pat. No. 5,163,955) as set 
forth in the previous rejection and in further view of Dereume (U.S. Pat. No. 5,653,747). 
However, neither Love nor Love et al. meet the requirements of daim 1 as discussed 
above and Dereume would not make up for the deficiencies of Love or Love et aL 

Applicants submit that the pending claims are directed to patentable subject 
matter. Reconsideration and an early allowance of the pending claims are earnestly 
solicited. 

Respectfully submitted, 



Edward J? Lynch 
Registration No. 24,422 
Attorney for Applicants 

DUANE MORRIS LLP 
One Market 

Spear Tower, St©. 2000 
San Francisco, CA 941 09 
Teiephone: (41 5) 371-2200 
Facslmll©: (415)371-2201 
Direct Dial: (415)371-2267 
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7,187 ADEQUATE DISCLOSUBE § 7.04[l][el 

Tt » nroneriv employed as a basis for objection to amendments to the abstract, 
sl^S^1i!^^^ngs attempting to add new disclosure to that ong^naUy 
presented."^* 

[el-Adequate Description Standard: Clear ^^'^'^'T^t^^^ 
"In Sec Cba" Description-Obviousness-Inherency- The subject matter 

^^M h « Lukach. 442 967. 969, 169 USPQ 795 (CCPA 1971). 

T^^^i^^O., 45- 746. 751. 172 USPQ 391. 395 (CCPA 1972) ("the 
description need not be in ip^s verbis 10 te suffiaenf ). 

(Fed. Cir. 2awj ""'^^ , ^ „j„ simooit for the clalniisd subject matter at issue. ); 
filed does noi have to provide w W '^^'^^l^y'^^^^iyj^ ^6 USPQ2d 1445. 1455 

2000). «rt ^f^J-^V^%^^l^Zn^<Mn^ [b^l d.C descripuoa most cl«rfy 

Ac applicant •«>/«J«'^fJ^'*^ *1 S^Xgoize that [he or she] 5in.ent«J wh« is clahned.' 

allow persons of ordmaiy skiU m desmptioiis of claimed compounds. 

"The writtet, description requaemen, ^"f "^f^^^'^S", dns art that the inventor 
':T^T^T^^^^^' 5S^?3d 1559, 157a 39 USPQ2d 1895, 
SS"S<L*S 1jSS^?JSS;1o;«* is noc tK*essary.to satUfy the written descriphon 
1904 CiJ- I disclosure need only reasonably convey to persons skilled 

^r^l? Se^J^wr^S^s^ssion of th« S»«e« matter in question.-"): ft re Alton. 76 
n<S „«^7? 3? U^2d 1578. 1584 (Fed. Cir. 1996) rif a person of onJinaiy stall in «he 
11m hill ;JJZ?*e Sin^ to have been in possession of the claimed invention at 
Sr^mro^tSSfv^^tSanceofthecla^^ 

i8^ess«dd tO^Le the claimed compounds. «d funher . . ^^."^ 
^^iS^c^nnds is no, necess»ily a requiremenr^ Fields v. Conov«. 443 F.M 
mHTO USPO 276(CCPA 1971); ADCO Products, Inc. v. Carhslc Syntec toe, 110 F. Supp.2d 
m1 (S S 20C») rro sadsfy the written descripUon requirement, the patent specficaaon 

QAanSKw Bcntfcr & C^. Inc) 
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§7.04ll][el PATENTS 7-188 

specification "convey clearly to those skilled in the art. to whom it is addressed, 
in any way, d>e information that the applicant has invented the spedfic subject 
matter later claimed."** 

lAeexmcssredtaiian in the parent plication of every feature of the claims in a later continnadwi- 
m-partapplicatiod. bni rather cafls for a dcterramaiion on a cas«^-case basis of wheCier a person 
of oitKnary skill in the art would consider the later claiiDCd snbjea matter » be part of the mvcnnon 
as oiiEinany disclosed."; INHERENT PART: "In readnng thai deteiminahon. matcnol whidi is 
inherently part of the disclosme. even dioogh not expressly disclosed, must be considered. ); 
Monsanto CO. v. MyCOgen Plant Science. Inc. 61 F- Supp. 2d 133. «»<P- ^^l- 1999)jfater.2fipe«l. 
261 FJd 1356. 59 USPQ2d 1980 (Fed- Cir. 2001) CThe applicant need not descnbe (be subject 
StTcl^ i cxactlenns."); imory University v. Glaxo Wdleome Inc 44 USPQ2d 1407. 
1412 (ND Ga. 1997) ('To meet die rcqnirement of Section 112. the patent appUcanon need not 
utilize any particular fbr« of disclosure."); Sun Products Gfoap Inc. v. B & Ej^^Co. 
700 F Supp. 366. 9 USPQ2d 2009 (EJJ. Mich. 1988); Kelson v. Bowler, 1 USPQ2d 2076. ZDTO 
(Bd. PBL ^p. & Inf f 1986) rit is not necessary that ±b claiined subject inaftef be descnbed 
In ^sis verbis to sadsfy the wtilteo description rcquireniBni of 35 USC 112."). 

See 8«^tally Dufk & Mirabel. "Piinciples of IhhereDcy," 77 L PM. & TiademaA OfL Soc'y 
539 (1995). ^ ,^ 

41 /„ ^ Wertheira. 541 FJZd 257, 262. 191 USPQ 90, 97 (OTA 1976). appeal <^r remimd, 
646 FJM 527, 209 USPQ 534 (CCPA 1981). 

See also Lampi Corp. v. American Power PRxlucts. Inc. 228 F.3d 1365. 56 USPQZd 1445(F^ 
Cir 2000): Union Oa Co. of California v. Adanric Richfield Co. 208 F.3d 989. 997. 54 USPQ2d 
12CT, 1232 (Fed. Oil. 2000), cen. denied. 121 S. Q. 1167 (2001) ("§ nUi cnsy^t^ ^ai^ a* 
of the films date, the inventor conveyed with reasonable dariiy to those of skill m ^^J"* 
he was in possession of the subjea WMbt of the claims."); /« re Daniels. 144 F.3d 1452, 1456, 
46 USPQ2d 1788. 1790 (Fed. Cir. 1998), discussed at § 1.04(3] CThc lest for sufficiency of the 
written description is the same, whether for a design or a utility patem. TMs test has be» «pressed 
in various ways; for example, •whedier the disdosure of the application rdied upon l^onably 
conveys to die orrisan that die inventor had possession at that time of tte later clanned sat«w:t 
mTJ" • Ralston farina Co. v. Far-Mar^. Inc., 772 F.2d 1570 1575. M7 USPQ 177. 179 
(Fed. Cir. 1985) (quoting In r. KosU^, 707 F.2d 1366. 1375. 217 USPQ 1089, 1096 (Fed. Or. 
1983)) When the eariier disclQsuns is less dian clear on its face, courts have explamed that die 
prior application must -necessarily' have described the later claiined subject matter. Ke«»wcoff Corp. 

Ir^'l, Inc., 835 F.2d 1419. 1423, 5 USPQ2d 1194, 1198 (Fed. Cir. 1987). la g«e«l, 
orecedem establishes that although die appHcant 'does not have to describe exactly die soUject 
matter claimed, the description must dearly allow persons of ordinftfy skiB in the =«J«^gnize 
*at [die appTcani] invented what is claimed.' In re GoszeU, 872 F.2d at 1012. 10USPQ2d at 
1618 (cita^ons oitted)."): In re Mayhew, 481 FJM 1373, 1376. 179 USPQ « («^A m3). 
appeal afier remand. F.2d 1229. 188 USPQ 356, (CCPA 1976): In re Smyihe. 480 F.2d J376, 
S l^sl^ (CCPA 1973); Flynn v. Eardley. 479 R2d 1393, 1395. 178 USPQ 288 (OCTA 
1973); Smith v. Home. 450 F.2d 1401. 171 USPQ 755 (CCPA 1971); In re Ruschig, 379 
990 996 154 USPQ 1 18. 123 (CCPA 1967) CT>oes the specification convey clearly to those skiUed 
in dU an* to whom k is addressed, in any way, the infbrmation diat aw^taiis invented U»«^^^ 
compoundr'): Standard Oil Co. v. Montedison. S.p.A., 664 F.2d 356. 368. 212 USPQ 327, 337-8 
(3d Cir. 1981), cert. derUed, 456 VS. 915 (1982) radequate disdosure may be by any mcaM, 
Since the objective is to communicate the invention to die reader who is skilled in the art ); Plasnc 
Container Corp. v. Continental Plastics of Oklahoma. Inc, 607 F.2d 883. 886, 203 Ua^ 2^ 36 
(10th Cir. 1979), eeru denied, 444 U.S. 1018 (1980). on remand, 515 R Supp. 834. 214 USPQ 

(RcLB2-3/0tl PabJZS) 

(Miiibed' Benla- &. Ca^. Inc) 
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^_jg5 ADEQUATE DKCLOSUBE § 7.04ll][el 

T„ K^ec^ Corp V. Kyocera IntemaHonal. Inc (1987).« the Federal Circuit 
^J^^c^h^ ^Ser applications need not use the identical words, 

S^TLS^PpSorshows Z subject matter that is claim^ in the later 

iTph^^ annate direction as to bow to obtain it . - 

Z bld^scribed Tafferent ways and still be the same invention. ^ In Vos- 

Oirft 7«c. V. MoAwrtar (1991),** it noted: 

"Since its inception, the Court of Appeals ^^^.^^^f^^^' 
f««,aentlv addressed the 'written description' requirement of § iiz . . . • a 
S SormT.^ for determining compUance with the 'written descnp- 
S^^^^m^t has been maintained throughout: •AJd.ough ttbj appUcant 
d^s not have to describe exactly the subject matter claimed, ... the 
S^Sn must clearly allow ^ns of ordina^ 

^ or she] invented what is claimed^^/n re GosuU, ^dl008 012 
10 lJSP02d 1614. 1618 (Fed. Cir. 1989) (citations onntted). mhe test for 
uf^dSy of suiort in a parent application is whether the disclosure of Ae 
Z'^ZZ «uXn "n^onably conveys to die ^^^^ 
Z possession at ^at .^l^/^^^^^^^^^^ ^9'^^!. 

^ S 1983). Our cases also provide that compliance with the 'written 

330 (W.D.O«. 1980), a^. in par. ^ r^'<i ^^P^Z^."^^ '^^"T^IZZ 
1983', rro satisfy the T^^^J^-'^<^^ ^.Z^^ the art thax 

perfonmug the of p«,onS skilled in the pertinent ait; "the 

1993). 

Compare Allied Materials Inc. v. Advanced Se™c«nduc»r JJ^^^ An.en«, Inc.. 98 F.3d 
1563 -«) USPQ2d 1481 (Fed. Cir. 1996), discussed at S l3-04[41ta]. 
44'935 FJd 1535, 19 USPQ2d UU (Fed. Cir. 1991). discussed at § 7.04W. 

QAtX^m Bender ft Co, IkO 
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§7.04[1]M PATENTS 7-190 

description' requiiement of g 112 is a question of feet, to be reviewed under 
the cleariy etroneous standard." 

45 935 ?^ at 156^3. 19 USPQ2d at 1116 (Fed. Or. 1991). discussed at S 7.04[41. 

See also Purdne Phanna LP. v. Fauldmg Inc., 230 F.3d 1320. J323, 56 US(<J2d UBl. 1483 
(Fed. Cir 2000) OMMEDIATELY DISCERN: -nhe disclosure roust .. . convey w«h r^soiMMe 
clarity to those skaiedinthcartthat. . ^thcinveniDr] wasinpossesdoaofmemvention. Vay-<3r«A 
Put another way. one skilled in tho art. readine the original disclosure, must immediately 
diWem the limitation at issue in the claims. WaUkmar Unk GmbH & Co. v. Osteoma, Corp 
32 FJd 556. 558, 31 UPSQ2d J855. 1857 (Fed. Cir 1994). -q-^r « l^'^K^'lS 
must be assessed on a cas.^by^ase basis."): Hyan v. Boone. 146 F.3d 1348, f USPQM 1128 
Or STcerf. dei.ife/325 U.S. 1141 (1999). discussed at § 13.04ll4][a]-. CJentry Gallery. 
E v^rSi:^SFJdl473. 1479. 45 USPQ2d 1498. 1302^ (Fed. Cir. 1998). discussed 
at 8 7 04m ("To fulfill the written descriptian requirement, the pownt specification must CJeariy 
dlow persons of ordhiaiy skill in the an to recognize d»>t [the inventor] invented what is claimed, 
fa re cLsfi (Fed. Cir. 1989). An applicant complies ««th die wntten descnpaon reqmremcnt 
'by describing the invendon, with all its claimed limitations.- I^faW v- Ain^nca/. Ai7/in«. 
Inc.... ([Fed. Cir.1 1997V); Regents of Unive^ty of ^^f.}^. 
1559 1566 43 USPQZd 1398. 1404 (Fed. Cir. 1997), cert, dciwerf. 523 U.S. 1089 (1998) ( 10 
fiiiri]! the viritten description rcqniicment, a patent specification must dcsctfte an mveonon and 
do so in sufiicient detail diat 0«e skilled In d»: art can clearly concljrie diat -^e tavcntormvenwd 

(Fed. Cir 1989) Cmhe description must clearly allow peisons Of ordinary slall m me art 
io rieoenize lhat [die inventor] invented what is claimed.'). Thus, an appUcant collies wifli the 
wiimsn descripdon icquiremcm "by describing the inventioo. with aH its clauued hmitaBWis. not 
that which makes it obvious.' and by using Such descriptive means as wonJs, smici.^ figures, 
diagrams, formulas, etc, that set forth the claimed favendon.' l^^'^- ■ • )■■ Ei!»]stem v. 
Fndlc 32 F.3d 1035. 1038-39. 34 USPQ2d 1467. 1470 (F«L Cir. 1995) (^ oider to dete.™;"* 
whah'er a prior appUcadon meets the 'wriiten description' requirement widi respert to later-filed 
claims, the prior^plicaion netd not describe die claimed subject matter in exacdy the same tmins 
as usS in Ae cXs; it must simply indicate to peisons SkUled in me art Aal as of die eari«:r 
date the applicant had invented what is now claimed .... The test is whether the disclosure 
of the appficaiion mUed upon reasonably conveys to a person sKDcd m the art that the mvemor 
had possession Of the daimed subject matter at the lime of the eariicr fihng date .... Preas^ly 
how dose the origmal description must come to comply with the dcscripoon reqttiremem of § 112 
must be detennin^on acase-by-casc basis.' "). WaldemarLink, GmbH & Co. v. Ostcomcs Corp.. 
32 P 3d 556 558-59, 31 USPQ2d 1855. 1857 (Fed. CSr. 1994) CTTie fact finder must deieimine 
if one skilled in the art, reading die original specification, would immediately discern dielimitaiion 
at issue in the pa(«aL ... In odier words, does the 'disclosure of the apphcadon rdied upon 
reasonably conveyB to the artisan that the inventor had possession at that time of the lai^ ctaimed 
subicct matter'7 . . . Furthermore, before making any fecmal determination about the disclosure 
of newly added material, the trial court exwrnnes ttie cireumstanccs surroimding the 
3 ^patSt IppS:arion.S: MendenhaU v. Cedampids. (nc. 5 FJd 1557. 28 USP(^ 108 
CSr 1993^ cert denied, 511 U.S. 1031 (1994), ifiscnased at § 13.04[4][»1; Jewish Hospital of St. 
Siis V. mlJcT^LoricS. 951 F. Supp. 2. 5. 42 USPQ2d 1720. 1723 (P. Maine 1996). 
discussed at § 13.04[4) ("Since the canrinuation-in-part provides hihcrent chaiactenstics rfihe items 
pievionsly disclosed in the 1983 application, it does not nault in a laterjf«tive dat^-): Hoechst 
cSesc Corp. v. BP Chemicals Ltd.. 844 F. Sopp. 336. 340, 30 USPQ2d 1833. 1836 (S.D. Tex. 
19W. ^dln pan. yocded in pan, 65 F^d 188 (Fed. Cir. 1995) (unpublish^) Tthe «st for 
the wri^ description is not whether a skilled artisan ^uld have hu>ym that hthimn iod,de was 

(Rd.ai-3A2 i>lil>.52S) 

(Manhnr BcsOcr ft Ci>., IB6) 
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In In re Hayes Microcomputer Products Inc. Patent UHgatUm (1992),*6 the 
Federal Circuit disparaged an argument that a patent violated the Section 112 
description requirement because "the heart of the claimed mvention . . . is 
described onWin twenty-seven Unes": "Ceftainly no length requuement exists 
for a disclosure to adequately describe an invention. WWle some inventions 
require more disclosure, the adequacy of the description of an invention depends 
on its content in relation to the particular invention, not its length. 

lnLockwoodv,AmericanAirtines. Iruu (1997).*» the Federal Circuit cautioned 
that written description requirement compUance must focus on what the 
'smtable- to similar processes; the test is whether the aitiaaa would have known, from reading 

^ i^SS- Thenna-Tni Cot- v. Peachttte Doors Inc., 24 USPQ2d 1493, 1497 (EI). »4ich. 

S^^J ^Por,, 44 F.3d 998, 33 USPQ2d 1274 ^ ^}^^^ 
JSu^: -T^ fii da« of die pa«nl is Ae first date an ^f^^'^^ZtT.^T^y 
««tfeva to those in d» an that [d>e appBcaoO had possession of all of the SttWect matter [fliel 

1988) (•'The te^t is whether the specificadou would have reasonably conveyed to one of ordmav 
StU du: inventor invented die latBr-claimed subject mMter."); ^^^'^J^' 
Oil Corn, 212 USPQ 354 (D. Del. 1981) (ddng Tieatise); Ex pam Rodger^ 27 USPtpd 1738. 
1743^^1 (Bd. Pat. App. & Inff 1992) ("It is not necessary thai the daiiDed subje« mam^r be 
described identically, but the disclosure originally filed f .-"'J^^^y " ufj^ 
diflt Ae applicant had invented the subject matter later claimed "); Behr ^^'^^•^J^J^^ 
1401 14OT (Bd.Pal. App. & Inff 1992) Ht i» not necessajy for die appUcaat to reveal a conscious 
appr^on on the part of the applicants of die significance of die limitation m question. . 
KSSen descriptirrequii^ment can be sadsfied by showing that the disclosed ««««« 
when idven its 'n^ssary and only reasonable construction,' inherently (i.e., necessarily) sausfies 
iSSon in QuesZ--); St^elin V. Secber, 24 USP(^d 1513. 1520 (Bd. AP^ & Irj^f 
W92) (a speclflcalion need not "describe the exaa details for piepanng every speci« whhln the 
S dSed"); EX parte Rohrer. 20 USPQ2d 1460 (Bd. Pat. App. & Int'n»l)^ P^' 
^^19 USPQ2d 121M213 (Bd. Pat App. A laff 1991); Ex parte Remade. 15 USPQ2d 1498 
1506(Bd Pat-App &Int'f 1990)(-n>eteslfordetcrtinningoompUancewiihdiewrittendescription 
^^^t isXher die disclosure of an application as origi-f Y fil-^ 
fte artisan that die inventor had possession at that time of the later claimed subject matter. ). 

See aenerally Killworth. "The Federal Circuit Treatment of Non-Art Rqccuons^C^ses and 
R^s^SnnaSon: Fix.t Hir» Years," 13 AIPLA QJ 220. 223-24 (1985); Rolbns. 
"What's New (Matter. That M." 66 J. Pat. Off. Soc'y 514 (1984). 

46 fn « Hayes l*c«x:omputer PWducts Inc. Patunt Litigation. 982 F.2d 1527. 25 USPQ2d 1241 
(Fed. Cir. 1992), discussed ai § 7.0511]; § 8.0<l[2][d]. 

«7 982 P.2d at 1534. 25 USPCJZd at 1246. 

«Lockwood V. American Airlines. Inc. 107 F.3d 1565, 41 USPQ2d 1961 (Fed- Cir. 1997). 

See also Tronzo v. Biomet Inc.. 156 F.3d 1154. 1158. 47 USP<J2d 1829. 1832 (Fed. Or. 1998). 
discussed at 9 6.02[9] and § 7.04[2J C'For a daim in a latex-filed apphcation to be enntted to the 
fiS^ate of an eLlier application under 35 U.S.C. § 120 (1994). the earto applxcauon m«« 
comply ^th the written description requirement of 35 U.S.C. § 112. . . . (1994). To mea 
das roiuiienient, *e disclosure Of the earlier application, the parent, must reasonably convey to 
one of skill in the ait diat the inventor possessed the laier-clainied subject mailer at die time the 
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specification discloses and not on what would have been obvious to a person 
skilled in the ait from the disclosure. 
"It is the disclosures of the applicatioiu that count. Entitlement to a fiUng date 
does not extend to subject matter whicli is not disclosed, but would be obvious 
over what is expressly disclosed. It extends only to that wUch is disclosed. 
While the meaning of tenns, phrases, or diagrams in a disclosure is to be 
explained or inlerpreted from the vantage point of one skilled in the art, all 
the limitations must appear in the specification. The question is not whether 
a claimed invention is an obvious variant of that which is disclosed in the 
specificadon. Bather, a prior application itself nmst describe an invention, and 
dVso in sufficient detail that one skilled in the art can clearly conclude Aat 
the inventor invented the claimed invention as of the filing date sought See 
Martin v. Mayer. 823 F.2d 500, 504. 3 USPQ2d 1333. 1337 (Fed. Cir. 1987) 
(stating that it is "not a question of whethw qob skilled m the ait might be 
able to construct the patentee's device from the teachings of the disclo- 
sure. . . .Rather, it is a question whether the application necessarily disdosK 
that particular device.') (quoting Jepson v. Coleman, ... 314 F-2d 533, 536, 
136 USPQ 647. 649-50 (1963)). [The patentee] argues that aU that is necessary 
to satisfy the description requirement is to show that one is 'in possession' 
of the invention. [The patentee] accuratdy states the test, see Vas-CatK Inc, 
V Mahurkar, 935 F.2d 1555, 1563-64. 19 USPQ2d 1111, 1117 (Fed. Cir. 
1991) but fails to state how it is satisfied One shows tiiat one is 'm possession' 
of the invention by describing the invention, with aQ its claimed Umitations, 
rot that which makes it obvious. Id. ('[TJhe applicant must also convey to 
those skilled in the art that, as of the filing date sought, he or she was m 
possession of the invention. The invention is. for purposes of the "wntten 
description" inquiry, whatever is now claimed.') (emphasis m ongmal). One 
does that by sudi descriptive means as words, structures, figures, diagrams, 
formulas, etc.. that fully set forth the claimed invention. Although the exact 
terms need not be used in haec verba, see Eisetstein v. Frank, 52 F.3d 1035, 

DOteot application was filed A disclosuic in a parent application tt»t merely tenders die later- 

ciaimcd iijvention obvious is not sufficient to meet die written description requirement; the 
discJosnie must describe the dairoed invendon wi\h all its limitations.'^; Genuy GaUfiiy. /nc- v. 
Betlcline Corp.. 134 F3<J 1473, 45 USPQ2d 1498 (Fed. Cir. 1998), discussed at § 7.04(2] (cla«ns 
broadened after appUcadOD filed invalid for want of written descripdon even diough ibey w«e 
patentable over the prior art); Regents of University of California v. EU IMy A Co.. 1 19 F.3d 
1559 1567, 43 USPQZd 1398. 1403 (Fed. Cir. 1997). cert, denied, 523 U.S. 1089 (1998). discussed 
at i 7 04t21 On Lodntood, "we held that a descripdon wWdi lenders obvious a claimed invention 
is not"sv>frident to satisfy die written description requirement of tliat iovention^: fDCO ftod^, 
L. V. Carlisle Syntec Inc. UO F. SuppAJ 276. 292 (D. DcL 2000) (SIMtt.AR OR INTER- 
CHANGEABLE? "The court finds no authority for interpreting diis provision as requiring only 
that the appKcant must provide a written description of sttucmres 'similar to* or 'interchangeable 
with' the claimed invention."). 

(Madbaw Bco4e( A Co, Inc.) ' 
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1038 34 USPQ2d 1467. 1470 (Fed. Or. 1995) V[T]b& prior appUcation need 
not describe the claimed subject tnatler in exacdy the same terms « used m 

flu, claims '), the specification must contain an eqmvalent descnption 

of the claimed subject matter. A description which renders obvious the 
mvention for which an earlier filing date is sought is not sufficient « 
m Lockwood, the court held that a declaration by the patentee's eiqpwt did not 
raise a genuine issue of material fact precluding summary judgmeDt of noncom- 
pliance with the written description requirement because the declaiauon^ onty 
directed to what a person skUled in the art couW have doije with what was 
disclosed: "It is not sufficient for purposes of the written ^^f^PV*" ^'^^ 
of 5 112 that the disclosure, when combined with the knowledge in the ait, would 
lead one to speculate as to modifications that the mventor might have envisioned, 
but failed to disclose." 

A structure or process not expUcitly described may meet the clear conveyance 
standard if it is "inherent" in what is described. In Standard Oil Co v. 
Montedison, S.pA, (1980)," the infamous polypiowrlene interfaerice case Judge 
Caleb Wright noted that "patent entitlement is based on scientific skill and 

diligence and not on the abUity to manipulate EngUsh synonyms Legal 

equivalence, or inherency, may be established either by the direct meaning of 
Se language or by inferences drawn from the terms of the mmal disclosure Legal 
equivafence may also be proven by the use of cin."'^ ^^^.f^^^f"" 
sSccessful experiments reproducing the iniUal application. « J^ff J"^ 
rejected the igument that a product must be "^^^^^"^ ^"^f^}^^^ 
attempted reproduction in order to estabUsh mherency. He distinguished between 
products and processes. 

-In a process patent case, the application must disclose a functioning process. 
If the process is ineffectual, the disclosure must be madequate. Therefore, the 
process must work every time. Li a product patent case, however, the only 
claim is that when the disclosed process produces a product with certain 
specified characteristics, that product invariably falls within the Count The 
fact that (he process might also produce odier non-conforming products is not 
relevant."^ 

On appeal, the Third Circuit affirmed. 

"In considering the apphcation of the invariabiUty rule . . . it is necessary 
to keep in mind that certain obvious difficulties inhere in imposing a 



49 107 F.3d fli 1571-72, 41 USPQ2d at 1966- 

50 107 F.3d » 1572. 41 USPQ2d al 1966. 

51 st^d Oil CO. V. Montedison, S.p.A.. 494 F. SupM70. 206 USPQ 676 ^ Del 1980), 
flff-d. 664 F.2d 356, 212 USPQ 327 (34 Qr. 1981). cert demed, 456 U.S. 915 (1982). 

52494 P. Supp. al 384, 206 USPQ at 693. 
S3 494 F. Supp. at 384, 206 USPQ « 693. 

VtAXl-vta PuUU) 
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requirement that repedlion experiments must 'invariably' produce the product 
of the count. Anyone familiar with laboratoiy experimentation is awiire that 
many variables may affect the success of any particular expenment. . . . 
Indeed, it is unlikely that evidence of any repetition experiment would be 
admissible if we were to condition admissibiUty on the invariable success of 
all of tbe other experiments of tiie same series. Further, the number of 
experiments to ran is in die discretion of the scientist. 'Invariably' successfiil 
results will be more likely when fewer experiments are conducted."5« 
In Hyatt v. Boorte (1998),55 the Federal Circuit noted that alternate statements 
in the case law for the written description lequiiement, to wit, (I) that a wntten 
description must "reasonably convey" to an artisan that tiie inventor possessed 
the invention, and (2) that the description must ''necessarily" set forth the clamied 
invention, do not estabUsh "divergent standards.": "the written description must 
include aU of the limitations of the interference count, or the appUcant must show 
that any absent text is necessarily comprehended in the description provided and 
woold have been so understood at the time the patent application was filei"» 

94S»ndaidOD Co. v. Montedison, S.p.A., 664 F.2d 356. 372, 212 USPQ 327, 341 (M Cir. 

1981) 

S« also PhiUips Pettoleom Co. v. U.S. Steel Corp.. 673 F. Supp. 1278, 1291. 6 USP^d 1065. 
1072 (D. Dd. 1987), <^d, 865 FJM 1247. 9 USPQ2d 1461 (Ped. Or 1989) ('THe fbouS . . . 
is >«bether the cuJii,^ sui^i^ maUBr is adequately described.": a claim to "normally .olid 
polypropylene consistou esscntiaUy of recuiring i-opylene units, having a substantial <^f^^ 
polyprowleoe content" was adeqtiately supported by the patentee's speoficanon thai mdispttiably 
deacrib^ a solid polymer feetioo that was in feet such oystalline polypropylene even though thai 
facUon did not have » high molecular weight w intrinsic viscosity such as are necessary for 
commerdal polypropylenes soeb as diose manufactured by the defendants). 

Compare Kem,ecott Corp. v. Kyocera Intemarional Inc. 2 USPQ2d ^^f • »f /^^vfi^: 
1986). r<fvU 835 1419. 5 USPQ 1194 (Fed- Cir. 1987). cm. demed, 486 U.S. 1008 (1988) 
CTt is necessary that the applicaUon describe die claim limitations so dearly that persons of Oidmary 
skin in die an will iccognizeyrom ihe ditclosure thai applicanis invented die later<laime<J subject 
malier"; "It does nOl necessarily foDow that a patent appWcadon which adequately describes a 
process which inherently wiU produce a later-claimed product, necessarily adequately dMcnbes 
Aaipioduct. . .ltmustbeapparBnicooncstolledintheaTt,ftomthefeurcoiiiersoftheapphcati<» 
itself that The chnined product win iohercnUy result from die adequalely-descnbcd process."), 

55 Hyatt V. Boone 146 FJd )348, 47 USPQ2<1 1128 (Fed. Cir. 1998), cert, denied, 52S U.S. 
1141 (1999). discussed at § 13.04][4][al. 

See also Tronzo v. Biomet Inc., 156 FJd 1154, 1159, 47 USPQ2d 1829. 1834 (Fed. Cir. 1998), 
discussed at 1 6.02[9] and i 7.04[2] ("In oidcr for a disclosuic to be inherent, . . . the nnssmg 
descriptive matter most necessarily be present in the pamit applicatton s speoficanon such that 
one skilled in the aft woold recogOKe such a disclosure."). 

See geneiaUy Gholz. "A Cridqne of Recent Opinions of the Federal Circuit in Patent 
Interferences." 81 J. Pat & Trsdemark Off. Soc'y 241, 248 (1999). 
58 146 F.3d at 1354-55. 47 USPQ2d at 1132. 

In Hyatt, die appdhmi Hyait f^md that the PTO Board "applied an incorrect legal somdaid 
in requiring dial the spcdficadon "necessarily" describe die endre subject matter of the count. 

(ReU^M>2 PubL525) 
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Decisions finding sufficient descr^tion are legioii.5' 

••Hyall states chat a separate body of precwtent, typified by V<u-Giffc Inc. v. Wflterbw. 935 
F 2d 1555 19 USPQ2d IIU (Fed. Cir. 1991). states a diffensnl and better standard. In Vat^Cash 
*e couti Stated that the applicant must 'convrey with reasonable clarity to those skilled in the 
an diat. as of the filing datft songhl. be or she was in possession of the mveatioiL'. . . . Other 
cases have used the same words to assessing the adequacy of the written descrqpaon. Sps. «t.8., 
^i!^ V. Wa^^in, 93 F.3d 1559. 1570. 39 USPQ2d 1895. 1904 (Fed. Or 1996) ('the 
diwdosuie need only leascmaWy convey to persons sknied in the art dial *e in^^ 

pLession of the s«iject matte, in qoesUon'); FUrs v. R^U 984 F,2d 1170. 25 USPCPl 
«^ (same); In rl 707 F.2d 1366. 1375, 217 USPQ 1089. 1096 (F«L Cir 1983) 

(same). Hyatt stales that he readUy met this rojuifemait. in that ... his [pnontyl a^ilicanoii 
leasonably conveyed to penons of skill in this fidd that he possessed the invention of the count 
"Hyatt arenes that 'leasonably conveys to the anisan' is a less rigorous and more reasonable 
measure of die written description requirement than the ■necessary and only reasonable 
construcdon' standard that the Board applied. Precedent has used both phrases, as well as others. 
See W*ntef«.646F.2d527.538-39,209USPQ554,S65(CCPAl98l) (die diselosure 

leUed on must 'consdiute D a lull, dear, concise and exact description ... of the Invention 
claimed'). We do not view these various expressions as setdng divergent standards for 
compKance with Secdoo 112. In all cases, the purpose of die desct^tion requuMicnt is 'to ensure 
diat the invwiior had possession, as of die filing date of die appUcadon relied on. of *e 

SSjSt matter later chdmed by him.' In « EA^rds, 568 F.2d 1349, 1351-52. 196 USPQ 465. 
467 (CCPA 1978). 

-The Board <Bd not clearly ciT in finding dial Hyatt did not esisJilish in thetpriority] 
applicaion's written description diat he possessed die entire subject matter of die cowtt- This 
Sing comports with die criterion rot only of whether die description conveyed to die arti^ 
the specific subject matter of the count, but also of v*edier die appKcant established that this 
was die necessary constraclion of that description. The written description must include die 
limiiations of die count widi sufficient clarity and spedfidty diat -persons of ordinary skill in 
die art will recognize from die disclosane dial appellants invented processes indudmg diose 
limitations.' /n Werftetoi, 541 PJSd 257, 262, 191 USPQ 90, 96 (CCPA 1976)." 
146 F.3d at 1354-55. 47 USPQ2d at 1132. 

s? E.e . In re Daniels. 144 F.3d 1452, 46 USPQ2d 1788 (Fed. Cir. 1998); In re PetMS. 723 
R2d 89) 221 USPQ 952 (Fed. Or. 1983); In « Edwards, 568 F.2d 1349. 1352. 196 USPQ 465. 
468 (CCPA 1978) (parent application described a reaction, die predominant product of which was 
die compound claiiiicd in die contimiation-uvpart application; "on tteJSicM o/iftir «wc, an adequate 
description of die afonmicntioned reactions is. concomitantly, an adequate description of die 
claim^ compound. Hiis should not be construed as meaning diat if an appUcation adequately 
describes a piwess Which, inherentiy. will produce a compound, then it necessarily adequately 
describes die compound: Each case must be decided on Its own facts."); Synthetic Inlasnies 
SSTmc. V. Fo^a Fibre Inc. 590 F- Snpp. 1574. 1579. 1581, 224 USPQ 955. 959. 961 
Pa 1984) aowerifflg of nrniimiiin range in claim in second application iiA "oot change or aHcct 
the basic purpose of the . . . invention": "the absence of an exact, wrUten description m an 
application is not, by itself, fahd to die patentability of an invention."); Fritsch v. Lin. ^1 USFQ2d 
1739 (Bd. Pat, App. & Int'f 1991) (daim to recombinant analog of human etydiropoietm (BPO), 
requiring, inter alia, "an average caibohydrate composition whidi differs firom that of naturally 
occwTini human cryUiropoictin''; die interference party's i?>pUcation. the filing date, te benefit 
Of whi^ an opponent disputed, disclosed a recombinant EPO C^-EPO") product; HELD: die 

(Mauhow Bcndo* A Co^ Inc.) 
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Similarly legion are decisions finding insufficient descripdon." 

oppoDcoi presented msuffidentevitoce th«reconMnaBtEPO'Sjve^^^ 

J±e saiST^ human EPO); Hehnng v. Giesa. 13 USPQ2d 1052 (Bd.PM.App. & Xnt f 

i^fiQI r-The law does not tequire ... an example to satisGf the written descnptian 

Smed iovendon. a .ingl^crystal Dl^cysieine characterized by an X-ny diffraction sp«c^ 
was adequately described in a prior foreign patent application-even though die pnor m^"^ 
did not SCI for* ihc specnmn; the prior appUcation disdosed DI.cy«einc crystals « the end product 
of a process; the claimed invendon «,eed noi be set for* "in ipsis verbti to s^fy the descnption 
tequfacment . . . [Flrom a standpoint of patent law, a coinpouiid and all of its properties are 
Separable- They are one and the same ... [T]he X-n»y difJracdon q^cium. like ^ 
foiSulae. the chemical nomenclature, etc. is merely a symbol by which die wm^mnd can 

classified and compared."): Mscoll v. Cebalo. 5 USPQ?» 147^. !«□ 
1982), in part. reVd in part. & ren^d, 731 F.2d 878. 221 USPQ 745 (Fei Cu. 1984) 
(as to faUure of appUcarion to describe UtcraUy the chemical compound m quesaon the 
discrepancies, bothersome though they might be, ... art hot ^^^vioos t,p0gf^ «"«2,^ 
^Harvey, 3 USPQ2d 1626. 1«7.28 (Bd. Pat App. & toef 1987) (dcsrapbon rcquuem™^ 
^Wbea specification stated duu a block dimension «in one particular application 'was 5 7/8 
inches high. 8 7/8 inches wide and 17 inches long" and that "actual dimeiBions ... may vary 
depending upon the specific application and temperature requirements" and die daun as amended 
sS«J a size ratio of "approxfanately 3:1.5:1;" -n» test for deimntaing comptaance with the 
vJrittea description requirement is whether the disclosure of the apphcaoon as onginaUy Qed 
reasonably conveys to the artisan that the inventor had possession of die claimed su^ect matter, 
the presence or absence of Ktend support in the specification for the claim language. 7, Ex parti 
MarSli 214 USPQ 904 (FTO Bd. App. 1979) Cchange in structural ftaimulae of chemical compound 
that was adequately described m twins of its characterisdcs in orighud specification does not vioJate 
descripdon icqoirement). 

se Augnsdne Medical. Inc. v. Caymar Industries, Inc., 181 FJd 1291. 1303. 50 USPQ2d 1900^ 
1908 (Fted. CSr 1999) (claims in a patent ('371), which issued on a contmuation-m-pait (CIP) 
applitadon. were not supported by die disclosure of a parent application; the ;371 patenf s claims 
^ to -a convcciive warming blantei which covers only a portion of a i»tient s body. ; m the 
parent appUcadOO, "die only discussion of care sites relates to those in the head and neck refium. 
Kiere Is d«c a suggcstioa. nor is it inherem. diat siml^ «ay he c«^tedfcj^d« 

.xeamient of other care siies."): Tronzo v. B.omet Inc., 156 ^^^^^^J^^^J^J^^^t 
Cir 1998). discussed at § d02[91 and § 7.M[2l; Hyatt v. Boone. 146 FJd 1348. 47 USPQ2d 1128 
Sl- S S, c«rt d^^ 523 U.S. 1141 (1999). discussed at ! 13 W][41W: Locb-ood v. 
American Airlines. Inc., 107 F.3d 1565, 41 USPQ2d 1961 (Fed. Cir. 1997); Bigham v Godtfiredsen. 
8S7 FJd 1415 1417 8 USPQ2d 1266. 1268 (Fed. Or. 1988) (In an mteiference, if two species 
of a jteneric ctoss of compounds are determined to be pateoiably distinct, a specificadon disclosine 
of the generic class cannot be considered a wriwen description of the individual spwics under 33 
use Secdon 112; "The generic term 'halogen' compnshends a Umited number of species, and 
ordinarily constimtes a suffideot written description of die common halogen species . . ■ Ho««ver, 
this simple rule does not apply when ihe count is based on and requires patent^le distmction 
Siong halogens."); /« « Wilder. 736 P.2d 15J6. 222 USPQ 369 ^ed. C>r. «rt 

denied, 469 \3S 1209 (1985) (Board of Appeals did not commit clear error >n findmg no descnpoon 
of tnodjanism widiout synchronism when only embodiment in patent was synchronous; tide and 
object secdons of spedEeadon were not so limited but merely ondined goals and Stated a de^ 
rSTas^iy » possible); In r. Kaslow, 707 F.2d 1366. 217 USPQ 1089 
(finding failure of compliance with description requirement when applicant amended claims to 

<RcLS3-3Xn Flib525) 

(MdlhM Bmki & CO. Inc.) 
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